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This is a communication from the examiner in charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

□ Responsive to communication(s) filed on . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 D.C. 11; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire month(s), or thirty days, 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims ■ 

laim(s) / Lo / / is/are pending in the application. 

Of the above, claim(s) is/are withdrawn from consideration. 

O Claim(s) is/are allowed. 

□ Claim(s) is/are rejected. 

□ Claim(s) is/are objected to. 

□ Claims . ; are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some" □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

•Certified copies not received: . 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 

^SfNotice of Reference Cited, PTO-892 

^^Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 

- SEE OFFICE ACTION ON THE FOLLOWING PAGES - 
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Serial Number: 08/695,353 
Art Unit: 1111 

Claim 5 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 

the invent i on . 

There is no antecedent basis for nitrogen in claim 1. 

The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 



action: 



A patent may not be obtained though the invention is not 
?de^cal?y disclosed or described as set forth in section 
lulof this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
Se sSbject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
?aientability shall not be negatived by the manner m which 
the invention was made. . 
Subject matter developed by another person ^i?* S?lon ?02 
as Prior art only under subsection (f) or (g of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invent ion 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

Evaluations of the level of ordinary skill in the «t requires 
consideration of such factors as various prior art approaches, 
?ypes or problems encountered in the art, rapidity with which 
innovations are made, sophistication of technology involved, 
educational background of those actively working in the field, 
commercial success, and failure of others. 

The "person having ordinary skill" in this art has the capability 
of understanding the scientific and engineering PJ in "P^ 
applicable to the claimed invention. The evidence of record 
Including the references and/or the admissions are considered to 
reasonably reflect this level of skill. 
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Claims 1 to 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dowling (5,558,802) or Perozzi et al 
(5,498,355) or Waddoups et al (5,451,333). 

Each of the above references prepares an oleaginous 
composition having improved stability properties and exhibit 
superior performance in heavy duty diesel engines. The 
compositions comprise the same components as set forth by 
applicants in the instant claims. See especially col 14 lines 8 
to 20 of Dowling. It is the Examiner's position that the instant 
claimed crankcase lubricant is comprised of conventional 
additives shown by the prior art to be used in crankcase 
formulations. The subject matter as a whole would have been 
obvious to one of ordinary skill in the art because combining two 
or more materials disclosed by the prior art for the same purpose 
to form a third material that is to be used for the same purpose 
has been held to be a prima facie case of obviousness, See In re 
Kerkhoven, 205 USPQ 1069. 

Any inguiry concerning this communication should be directed 
to J Howard at telephone number (703) 3 08-2514. 



April 09, 1997 
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